REMARKS 

v. I . - 0 i i - i 1 1 IU - 1 i. 

for farther action on the merits. 



Provisional Request for Telephone Interview 

~> >< t re o > v ' ?o t \ i \u 3 )s n ea tnui o ^ ^ ' » hi >\ * 1 *v 

v , N l I ! i is ' ^ n ^ i f i 

uj> < s < •> v 1 \a; sv; » ea\ m v a u telephone mes com\ r ^ > a \ , 

n v xaminer, was to discuss* £ d exf: 

US 738 refcrewe cannot be cited as prior art under the provisions of 35 USC § 102(e), and 
cannot be relied on as prior art under 35 USC § 103(a) before me ' % ^ N \* crayo n date 
oi:WiJ0M}553ji. 

I; [ \ ;> c>"u iK> piostMl reph . t. . Kamnser behe\ es thai Use Se-sf w e al t s "38 
. v \ci\. * » x he i\o under 35 USC * 103(a) based on a date e, * thai, n t ^ 2 3 
p,Ke. \«> o<\e >3 LM^V- :ho I .amines *5 k <x\.*t x jo .os\v io . the 

t t \. n O i SVf 1 Os ed be ) v v ! % u 

.'■•'i.iSK'Ai : i J:sc ihis \^av\ 

Cto Rejection ~ 35 £3S'C s f M?fi?j 

y ,^«. ) x - 1 . t f c i 1 V ^ iU s^'lt^ vP t\ 

§ \ *~-sA I o '3 ^ Lv.0' r , " o- 

, - v v 1 v to> ,i ,or= A i - 
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A;v.-..-i,J;ii'.:rsi dased Navedbfix 11, 2006 
Reply tu (>[;;•:. v v w : 1 " i:0('6 



Docket No.: 4703-0 S07S J US! 



The Smba el a).. US "738 patent (issue date August 9, 2005} resulted from LIS, 
\pplieation Seri d No j 0 31 U>07, which was published as L S : ! ^ v . > 

, , H U ^ \ L> ^ CSC > * t*i S X > v « » \ 

latiuan 10 2002 t 1 ' j * } in 
JA PANESE as WO 02/0553 ! 5 on July 18, 2002. This is summarized - the following timeline. 



61/10/2002 07/18/2002 02/24/2003 09/25/2603 0SM/208S 

Filing Date of K?T/JPfi2/fi008? 35 USC 37} (C)(1), Application No. Issue Date «f US 

i\ i UM? mm Publishes ia (2), (4) date of 10/31 },6«? 6,927,738 

Jananese as Application Serial 5\t.»u* 4 ^ 

WO 02/0553! 5 No. 10/31 1,607 2063/0179151 



has, vrif c v.t ci a. tedScnbaetal US <^ u. } - N ^ 

s \ > [ k v N N ui h so n i ' » _ 1 » vno x ^ <. . ■ • 

^ I h s - w ^ <;.-'- »> < V m d i S } " - ' - . - i hog it 
since ihk - the o-N, publication date occurring before the OCT filing date of the instant 
applkai on u e. PC I J?u5 0?f»7& filed on June 17, 2003) 

Ihe above conclusion is reached because he WO 02/05531: publication of 

'i ] >_ < J_s_ , i t u ^ , bt. v tJ\e pti>*r 

. . i\ o t aj Nun ^ s > o N o 1 

purposes 
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Vppik&tioaNo. IO/5S8,2< Docket Na- 4 7PUS 

Ams;tidn>e?iUbtedNovsrnbs;: 17, 2006 
Itepiy !o Oiiice Actio:; \ _ s !7 ; 2006 

! > ) s v. ! J x s v. n «. n >^ Uvt J ^ v. § 

102(e), which clearly stales as follows; 

t pen. m s kali be e i it e< too paiem unless - 

(e) the invention was described in ■■ (!) an application for patent, 
published under section 122(b), by another filed in the United States before the 

«. , v< t <» t " l, u\ > ' • 

<> <v< , i p > ' 

w s i _ 

"> f ri ' 

. ... ' 

. >p ^ ^ 



As such, to the extent Senba et at US '738 is being cited by the Examiner in the current 
n.v .oi o Co < > \ v o s u ' • >^ uneVr the 

provisions of- 35 USC 102{a)/l 03(a); and tt cannot be under the provisions of 35 USC § 
' -\ » ; ' 1 oi cdaio 

, her the aho\ e, enclosed Krewith fo be Fxainim - » >c senee is eop> ! the 
S'ii" \> ^ ' i.,,., \ ' ^ v /'l it) ^ . ">J>i S"\ ) a ave*; a ^ 

f >< ' 1 k <. ^ > n ' t " ^ l 2 ' , 

1 «. ( S < i v<* f / «hich 

\M\"[\ \e l - aa 3(!<h U 1 \ -v < e\ . v< * 

i >JL _ S > .<'.ui , t is bel 1 v >*ous to the carre 

situation. 



4 



. VB/en 



Reply to , t \. \, ), ' at August ~ 2006 

Based on the June 1" 2003 filing date of PCT/JF03/076078 (of which the instant 
application is u » > - N > v. - .\e-ak ' that the only applicable publication <is.: x'ui the 

i\ Uv kl ^ ^ OI i KUth 1 IS 1 - !v ^ X 2 ! v 

g vVQ 02/S 55315 ! « weve his pu ieation date is i i 

, y_ v < 

■ is,\--sv.d wnh h>„ n , V .pi\ ^ a \ cufled c i<j -h ha > o 2 < 

- ^ \ i , s , , >c o i ^ . s« ^n2vapr°" > <- 1 ' - ' 

of pending claims 1-9 and 11.-1.5 Based on die fili a of the \ en c breast iransjaticj o JP 
" ^ - s,->! tt. ' m Ik s«.n'>a a a 1 S • * » ■» , e vdw ^ 

antedated,, as of its earliest citable date (i.e., the My 18, 2002 publication date of WO 
02/0553 15). 

CONCLUSION 

€ t lerein and 1 e .''^ rswith of a Verified igJisl 
s > ^ ><<<C "()2 spu ' i d pr.oux ia 'x eViru ! u"i"u is 

t.s a'tkk juvs C haul . No a o oi \ 1 k\ anet e _ 1 ... s~ J CUO'I V c t < >> 
clain 1-9 am N id confides oi at jreseiu is ! wab ide he mn sit is o U 35 
t se I nacd S vSv )de 

Should there be any outstanding matters that need to be resolved in the present 
t t u.ea a bv-i > v v <c_ so h 
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\ppluc \o<\ N< M\>° DodcetNo.: i7o3 -01 07PUKI 

Rep , v Oi cs Ac 

Cv i OkHOV ^C 1 0 If >I y. V!t v ^ > 1 < 

i U < t v. * V . ? T k 1 ! 

If necessary, die Commissioner is hereby authorized in this, concurrent, and future replies 
tod Lvp > mens or credit any cnxTp^yncn it D t >m ^ \ " „ ^ 

t „ , v m. ioorl 14, p s } e\, ^ - . 

Dated; November 17, 2006 Respectfully subipitted, 



By > \ w ^ :;: 

Mi! Vv r-a.Lx 

Registration No.: 32,881 

BIRCH. STEWART, KOLASCH. & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 



1 udosau^ <p 2 C ' c2 ? 

x i\iciine^ ibr 35 Ubi >' 2\ \ un t v , t< 

* < i > i i ; * > ! u » 

Property and High Technology Technical Amendments Act of 2002, and 35 
; n v i \ jt^c.M A' 
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JXjimijijilsoitf'iiHiciiiH^ fur 35 1 >.* . Jj t03(e), as amended in she American 
Inventors Protection Act of 1999, and further amended by the Intellectual Property 
and High Technology Technical Amendments Act of 2002, and 35 U.S.C. § 102(g) 
(Revised *) 



W\s * v - 1 ilk <s ' > < J 

i ' v. >v < < \! \ III > x . S N " 

\ N ! Mk 1 t i 1 *>pem u I i ' ,, % 

, - v r x - : u k ::j .sri' k i 

clarifies the CbTlceU policy on prior art retecnoim based on 35 U.S.C. § 102(g). 
Generally, 35 U.S.C. § 102(e). after enactment of the AIPA and H..R. 2215, is similar to 

)t v + ! < ri i v , v 1 0 i /V 1 ,s 

! JJ ' , s v s -v publications o* v ^ - o 

t_ , ! ^ >>r , u . ! i'iL rates tn a piar art m . o v ei tarn 

s o i on«i' flhnii date- u , \ I ^ , hi , o it < > 
l\' v n 1 i uoi. I ^ t 

o" ii 1 o- > . " > .r sepa, r\ 

\ x i U J ' u i > 

patent code in effect on November 29, 2000, includes U.S. patents, publications of U.S. 

KJ t t i i* i j O ii ^ 1 ,.0ki 

0f international applications, provided such references do not directly or indirectly result 
{ i s.n ,. > \> t! " ? 0 Cu( S pa > t 
<- ilo in'.'] idt n e > s *■ 

; <>,eV v. c ! N 'e) if v- e \ e< 2 2< m v> och 

^ tf v v. J Ic1^" , "«>.|Jj2i - vOCk 

u\ Vraer t <\ u> m j np d.te of the laKr-fkd T s.mm^ee toco 

cleaned the benefit of the in, application. A U.S. or n 1 publication of an 

> ^ \ n he 2 2 - 1 e - t 

i ^ \v n i 1> ovttot i.^i re o, e> . a. ^ o 

tip as of ihcifpiibiication dates 

s i n o -> I > o n it ^ u ( 

v ! < <. ii o* „ t u otK 

$ dun 

This notice also provides examples of the determination of § 102(e) dates for references 
based on the most common menial scenarios. The examples that best highlight the recent 
change to §§ 1 02(e) and 374 are the examples that involve a WIPO publication of set 
ioternational application under PCX Articie 21(2). a U.S. pobbeation of an international 
^ , > t > it noi i p 

v \ v mt o* o ti e >. 1 1 . < x ^ v . m \ > n 

S { tided by the A etectio 

y^' v -OG >7{F.v 2" 20oH< uJprJelme- t Ma 



Patent Examining Procedure (MPEP) concerning the changes made by the AIPA to 35 
USC. 5 VUea MPEP Oof? i, Pr.rrn.A1 $ 8^5 t Pan >, and213« 

o \\k;vu;»i 

A, Effective Date Provisions of the Amendments. 

35 U s C $ i N ,> -a , ! „ \ ton of all applications \% i > t . and the 

reexaminauos oi or ofeer proceedings to contest *I ;\nev- IK . ve. date of the 

„ ({ < S V I Mi l.L i 01., si ( w L o N 1 2e - 4( - 

oe> ^ t o , e ne „ > l ^ t „ 1 >i n r r *, ;xn \x :e-. < i so v n t 

! <- ^ Oi>$ Of 

> \ 1 v. j { 1 1 v ! s-.i 

C v X < . ! i ! 0 J H i O k > \ I l 

ni ieOOon n ! ^\ \ > < 0 0 t ! 1 '\ !H >t 1 1 l! 0^ v if s 4 < It R 

;2"5rs;c e ^ i: , i t"Ucti\e date v. .at wuvioi the 

t x w _ :o.o* 

B, U.S. and WIPO application publications may have a § 102(e)(1) prior art date, 

> $5 I Si § 102 was amended by the A LP A to ck e,„ iho -os a ate 
». r ^ \ 2, en , v .oj publications of patent ,,pp scax.^s ^ J > :"2(c{t2{ i'cr 

p uarm v x i i 1 n ( <- 

o rno . ^ o v tt t or certton publications > unions, 

w*" jk^lxv''. no- oroone ill m; dote*} I adet II R 22U s um^v * '02(ep an 
international filing date, which is on or after November 29, 2000, is a United States ><L 
v unde 5^ U S C § 102(e) it!, > e i, i 

- x s ; 1 a *hopert> 

' \ i 1 « K t<> V v ' 

1 \ 5 \ 2 \ E * 

„ , - e , i i oi ! v. e x of x tv* atn 

two v , v > i^Jt !' '5 h ; ii itIO ^ if. K f x 

j > ^ al i t I ]u . 1 n >?\\1 5 

*. i \ ! w 4U X ? f PI ^ 

C, A patent from an international application may have a § 102(e)(2) prior art date 
of* its international filing date. 

>U,S.C. ^ 102 was a o amended by the UPA to eliminate fee 
, e i. o ^ fi, v :0 ON U S t ^ <71UM 1 M2 and , *• em e v , 

n os patent >uod dues : t.-roanonal i 
\o ^ v 2 % 0 osh.o ^ , ' ? | v. m 
'u ^ s $ " h * ! autUmn e.K' e, . U .\u 

P ; \ and H.R 22 U oatson or afte 

\osom v. _> ~ c U x\ 5- -"lino o. ut -.^U to m \- a,,50-t 



a^ . > d -t do ._iti us 

S ? J ! IS ! I 1 ! 1 <■ 

IX International filing dates prior to November 29, 2000 cannot foe used under 
§ 102(e) for prior art purposes. 

No < vo v fsling dates prior to November 29, 2000 may be relied upon as , prior art 
v ^ i N v tn >i s i --e.it 

\ to or ne 

I t'fc K " :n DC! 1 - 1 " - ^ 1 

art patent is the earliest of the date of compliance with 35 US Cf § < I (2) and - 
or the filing dale of the later-filed U.S. m ) u i „ application that daniied die benefit of 

or . ^fiuiro PubhtauuiiN ' a \) > ! oe 

\ ; \\ p< t , < s - , n v 
x t ^ t ^ \ ~ I i ^ s- i 2u > .oo s 

1 ' v UtC \0 x - ^ d 

publication to be "deemed a publication under section 1 22(b)" and thus available as a 
~< .! 

E, Additional requirements for international applications filed on or after 
November 29, 2000, 

o . * ^ hMOi j Y ierV'>cci!.> 2 

designated the 1 .S, aid beef puhfishtd m in&sh itiu* F{ I 
\ivch2 2 \ J J () . ^ d< i for Us iotemationai tiling date to be a U.S. filing date for 
purposes o~ 2 1 ion i-adaie 

F. When an Intel-national application cannot serve as a bridge to an earlier-Hied 
application. 

s Jut ! s tiled pnn i^ \o .. near ^ 2 f>o oidoo 
published in Eng iu i tide 2 (2)b> 
v\ V - o a- ... r ea_n >ah ,Ue. Kin., e- - i k — > 0 a . usw 
' f - ' I SC. § 102(e). 

-v \- v \ v\ o V b c . 'vv.-t iorth the USPTO s oxam anon s-v - .as ^ 
i , , «. a rade by the A£PA and H.R. 221 5. 

1} Statutory Language of 35 IJS.C. §§ 102(e) and 374; 

2 s < i k < ' i t , <. - ' < ' 

, ardy » 

"A person shall be entitled 1 i; > f. unless •— 

|e) the w. ens an was ■ c aJ us a patent greeted on an 
application for patent by another bled in the United States before 
the invention thereof by ihe applicant for patera, or on an 
unu-uanonal application by anoth a. vfo,- -as >. tided the 



: ... : 



i ion* e-f a i ihu' i <- + > -v. . 

icse ! mi the ot } <. : * xttent o 

Hi.; t'--i\Lui um tri sk r-vrJa^.- cms ma 

certain Application Publications: 

\ person a >e entitled ^ s p; t at ml ess 
t v c nbed tn i n ^ a 

u\1> col '"Vt ao<ene I h ! o t to 

1 V ' t ! O , v. ' ( 

patent granted on an application for patent by another filed in the 
United Stales before the invention by the applicant for patent, 
..ocen! Tea; an uneraaiicoiai application hh.\i under tie- treaty 

, > - !( > ! J 1 < i V ^ v 

this subsection of an application filed in the United States only if 
the mtcaiv v 
published undo* \ , c ; p o! uch treat* m i te i roglh i 
taneuago; or 

P , I: J " i , i i i <>> i ; 'O'.. 'n 'awb>,n< 

v o< ^v.njber ei> 2000; 

'The publication under the treaty of an international application shall 
confer no rights and shall have no effect under this title other than that of a 
printed publication. 

~4 i o Wit 1 i , tint 
. < < a \> " 2000: 

jpplicatio i des gt 

on :2?(b),vxi?S ^ «\ . 

and 154(d) of this title 

' >U Unas P rovisio ns , „ ?>P e'_u . d > < ■ < < , 

- a 

Except as otherwise provided in this section, sections 4502 through 4504 
and 4506 through 4507, and the amendments r\u v. <■ 

-flee v > vt v embes c ! \ 

, 'l ' x,*^r> < > ( ' On" ' _ ' . % 

0 s v x * o no 1 < n\ < 

I oai xn in a t . 1 * . f Ifo 

s >l i a > v Ui Mi S < 'n On a _lf- 

, n.aia tape >u ^ \ Ano i . U - ^'^o 



.N-Oi*^ itherwi^piovidedm this Mjcron, fee am.- :1 v r *e w 

VltH ^ > 1 MA . i ^ - v I 

Li s : i v US \i h j ) * t i £ 

; < Patent resul ng from 
v V _ i5l 2 2 ' ,\ am | > j. 
section 122(b) or Article 21(2 } of the treaty denned in ctson 3 i 1 
~n j > . < i i J pi * <_ . J \ ~ 

a I v „0?t v- on ! n a , j v 

apo KdiaT 

tccorda »ith sectioi 2(e) jffect >nN 1 2 2 

11} Impact of Statutory Changes and Effective Date of the Changes 

\s shown above, 35 V S C '% i 02(e) has been amended to have i vo separate clauses 
publications of patent apphcat c e)(2 ) I \ ateute. 

With respect to revised 35 U.S.C. § 102(e)(1) aid 35 U.S C § 3 74, a new category or 
* s 4 ) publications of} ns This new cai g 

me following two types of published patent applications: 

if t | \ pawnl icationstde mhe I ad States \ ox t 

t - > ^tt > t ^ 5 i < vs e f 

(2) U.S, and W1PG publications of international applications ^led on or after 
November 29, 2000, by another that designated the United States and were 
>■ bl ? te I in o\ I aglish la igt age under PCX Article 21(2) by WIFO. 

In summary, under amended §§ 102(e)(1) and 374, certain publications of patent 
ttiiu > *. t. „. <.e t i 1 V} N unso! i ^ t ^ ,rOv.r 

PCX Article 21(2)) which are filed on or after November 29, 2000, are considered to be 
Poorer* ... a s v I it In a \ «J i \ -x. as \ \ note thai 
a U.S aoohcation publication of a National Stage of an .international application or a 
mil x national application an der ^ t v { 

sal filing date on or after November 29, 2000, 
designated the United States uu *. as published m Lngihh ^ roe PC ) . N O, 

i >c n aiputfo kti i 

v , IDO 'nil _t \b Us ^' 

> . ,,t: <. e v <. '"o\n> ol ^ a >e k t ipj 

\, { ,< " ^ >. ^ , a P * ^, wt- * c sendee -o im I 1 ~\ w tat I s patents e;e 
1 ^ i v <d .lAtMai S-\ sen 0_ Ox erau evCg as* 1 

- ^ i t> > 2 ^ . n p m 

purposes. Section § 102(e)(2), however, considers an international filing date that is on 

K r -O 2 t Mi lil'LHv.O 

es e >rh date of a patent if the ate i ion 1 applies! lesi.gt 

> > c-ii v'hjishldinu vo PC \ O s m. 

WIFO. 



\ - \ . < v 22i> ai<s>> e^blish when {lie amendments to §§ i«r. v. : >" : r\ 
v v t Ui i R - iit'H » . -a. 

of due IP > as amended by H .R. " (address! no p 4505 of 

>n \ > \ e o.v! ^ I- tL < sodvefMonot * v. > „ \ <. 

{apples i ons U i nh only one 

i vu ^ " •» j K fii Tin! 5 t 

}\C £ ) K n i i n H Tl V.J O - 

"nj'o^jj l "4 4 1 v . iM'iAd^Oii , i .»ra ( <? 

0 . S. C. § i), are oal> 

2 ' ~ _ > i *' o I p >u. i i a 

N " ^ i " •> ^ „ P ! U ! 0* ^ " ^ t S 

.01} Prior Art Rejections based on 35 tlS.C. § 102(g) 

35 U.S.C. § 102(g) issues such as conception, reduction to practice and diligence, while 

.v i \a .. edeetHUoputciice by another - e>. ' v. "'h.t. MPsentu-M, 
v. L2U < i k em suppression u.> c* 

* . , >,><„* o r C I 2d 1200, 120^ ISL'Spaic h>l 

Cir 1991); Vev< kkafafv < pslpmem Corp \ Sperry Corp., *I6 1 2d 561 1566,16 
Si F ' i < o * <o',Vv 

M9F2 1430, 1434 USPQ2d 1129, 1 13 (Fed. Cit 988) 
VI „. << } v f • lorns u <>, ./,./ M .v„, 7J£S F2d 1 U7 1 U4-40 221 bS >Q 6( i o06 OS 
^ " M " is pnoi ait under 35 T ' M b \ i ■ --,u>\ : fv- t\ :m 

0 v v , ^ _ ^ < - v ^ v < <t 1 ItK 1 _ i v p 

v. •>,»,, » IdM i 44^ . n 1 u 1 

\ constructive rt J . i 
^ v p\' o , ve^.s- Vohowan actual 

reduction to practice of any of the subject matter disclosed in the application as is 
ly t. to provide the basis fur an ex pane rejection under 55 U.S.C § 1 02(g) Thus, 

hset ev < i actual reduction to ptae^c I 

■- \ w\'r.nu> ) \ e^v. > nr. { i u < s > > > kpu k>i\ 

1 1 v i i , a tis o I - » s v n , 2 c-a.v i 4 . o. ^ . nv ^ 0:ig) 
< ' o - , „ o V- i :o 525. 13 LS!>Q:d i ^ ^2" ... s\> , 

under 35 U.S.C. § 102(e)). 

( vt ns - o.„ net i ^ht. ^ irt or, ^ eroe, 55 1 v( ~ t 

S s CCFA 1 U i s vu o , x v to i x 
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s nnbination application, s\ dtha 

an, * M "vC ^ fOU*- * ^ J ^ <~ 

of ; "l 5 * . _ * . s\ > v vdifte -.ehp, . i .a ^ e r o^>e 3 o\ 

another person, thai would otherwise cfuaiifV under 35 U.S.C. § 102(g), and the claimed 

\ l ^ \ ' , ! v, 1 tK s% ^ C^ ^ 

to an obi. g . ^'uit 3 the =, f-v mi ^o at she ts m re o i co. \ii Sss 

iipl I ) issues such as conce I 

e <rx -aeeoa >iri - > t -not >m r.\e e f \os - e , //o, T 
> N [ SPQ -V (Fed t n >83) (d >c 

on rn v <. > C ^ 

< ^ • v x *S - SS 1 l M'O s M P * 

v v ( . «. 'mk i-uflMfiApM S{ 5 ^ el ^ 

on u - ;! o i- i ^ 01 and 112) 

IV) Examination Procedures under 35 U.S.C §§ 1 02(e) and 374 

■ e 'u Avt? i ! nn d Pep ; cuiyeap^ 1 01 1 - < oi i - J 
Sue V, n ? : I <. i 'I s ~ ! o 02 

1893.03(b), 1893.03(c), 1895 and 1895.01 , Eighth Edition (Aug. 2001) as revised 
by tins notice. 

the most an ut dot 35 L S ( 

§§ 102 and 103. including U.S. and'WIPO publications * » u t o*> 

and U.S. patents accon dp sr art da s under § 

i -n * - 

1 i S <he an muuo os 

in order to apply a reieience under § 1 02(e). Note that, where there are joint 
s i s ! > i 1 „ «. sH< ic-nt i . „ > u , 1 

d . < |a V t 0.C S. i i * 

s no SoeMPEF I 

by this notice. 

Y ) VV^PP'^ < Ki t „ v JCO Ov.T : 

1 - 1 " <' 3 

tial rei t t t j i S 

^ \v v 22 o„ , 

i >Y i \Ui " > U. , v t . 

e - :uo . c e t - 2. „< 

s ... . ne P cpo" i- vMn,i j • 

o£ an international application. If the reference does, go to step (c! 
below. 



Page S 



lit 102(c) ofar et uednud lesulifrom o< 
claimed the benefit oh an international application i - us eadiest 
effecdve U.S. filing da: raking no consideration any proper 

orijy or be t urns to prior U.S. app c; o is u; I9{e 
o 2 i vJtion(s) proper! < 

matter used to make the rejection. See MPEP 706. 02; a), Eighth 
Edition i Aug. 2001} as revised by this notice, 
(c) - w ne:m n. -sane: e-rn ed lion >-r clam.^ of, as 

< v<> i !! e k hi i ^ ^ > >„ t. 
?. if * )<e ! o k ' application meets the following three 
conditions; 

i s t i ! " t v ^ 2 2 

2. designated the ) eci Stat 

3, published under PC 1 \ru 1 v :» % f rg m 
the trrteroato s ^ < 

put v-„ as <C{e) li'suj m tte 

0 v 0 ) 1 , . - 'i n t ^vie 

?pphv\vaon, orpuotstytoa 

m K apply the i er< jce under § (e) as of be ear >e- 
,au» s-tt * - all the conditions of ^ Ug.i U*V* 2 
e ^ ~1 , so^i. V te 1 1 e e \ | v j ^ s % 

international application, the earlier !;nen;ai:-.;t.at emheation must 
satisfy the same three conditions {i et > N 
2^ 2 no In n ted ne I S and i.P.v , - » T r 
under PCX Article 21(2}). 
ii . If the international application was filed on or alter November 29, 
2( 00, but did not designate the United State- oi was not p f 
in English rc.rKl \i eUtoaomt 
filing date as a U.S. filing date for use undei 3 5 1 M 
v» p to a In! m ' tun ^ e o 

. o a. ,e , .a, 1 t\ J >'e <^ e~ o o >> N ^ v oe of the § 
>~ou i 2i v\d \4) rv( c! s r s v ^ iU i »<e o 
- ewae teraat'om I app u - ' veen 
" iv i el*-' n-s K if lui ~ s > 

publication date, or § 1 2p > aa ^ , » S hong daa foan 
apphott.o a operi mr.ed th, bei 
ppfo ■■ if applicable), 
id. If the international application has an international filing dale prior 
v\o»cn „ 2° 2 mot ee eooe : ,oe^o; 

^ 2 t i | i \> the TJ 1 tents 

P 1 o, v o eetc i and o,e - >„e, \ie ^ . dag, > as o f 
Me aarne" v edateoi 4 itemer;^ >*f 

§ 3?l(cX2 ), (2) and (4) or the fs i.a e of i $ later-filed 
U S appkar< ui . L.ro,. t .-be>.n o, the intenvkonal 
application 



2 For U S application publications and \ M» ^ ' ^ - ^ 
international applications under POT \tikU 21(2), never 
apply these references under § 102(e). These references 
may be aopded ,o o!' their puikksko;: dates under § 102(a) 

1 ! > ^ i liu 

fee benefit of an mte; iauona! N v. i pjioj jo 

\osom i ' - > 

1 ' ic . k.n I * i 1 u v .'re ^ 
fea; el 

„ \ i \ > i ^ 1 )tv ' > 1 

^ " td from an h - 

2 . < v f h o n 1 s 
. ^ k, ov t tl k f u it <. ! ° «. o : s o 

' . , . .> idmv YV1PO p. ^ , 
inw>u\b>- d 5 ppl i. >. *" on % I ii i \ 
date. 

V, 5 , ' ilk 1 > . S "" I ^ k xk 

^ !> > i,pl e oi s 5K f . - - \ .ea 5f > 
\\ J <i r a» eat s e use« 

es for pno rt purpose fh >uk c 

^ ^ . - o ^ ( Jo "> k k ( 5; v 

(3) Delerrm ne khct heri^ U.S.C < 103(c) eonnnoo assig nee con siderations 

If a § 102(e) reference is applied in an. obioi u \ „,e. > , b 1^'>C 

§ , , O, <.'(>• S (,< . . . .. ~ C 

Noveml * is c\ dence ths 

s. > < . ^ v k - s' -or 05 

1 i' n n t n vi) 

-f.iio A clear statement of enhiL ' ' - 
registered praet it - ' 
losi.o k double p ttei in rejec 
o d v app! d k fp- >, u 
disqualified from being used a rejection under § 103(a). See MPBP 706.02(1). 
; k o ^,o { \ae 2,, 

o o ; ; • k V.ekkjjkji kk ^ j bk or bidkiok -d > >" ' k"p:o\ <ao r. of j ? P>2 
k n ■ If a reference so poor art under 

let 1 » o L k 

both provisions. 

stJl \:u:vnek ih.«uiGpr>'\!Ue i v.ot > hK e< p >j>^age 

, , v 1 i ' t O . i 

- ) lt w v.a „<>' e 2)0"' 1 Ow -v on 5 o k 

>ertaii g to § - shou vi ied 



e I jsoeouier uh-.e* ^ ' ^ utev. 

sp , -i u v I'ltJI i k Jaryo>" U.S.C. § 102(e) that was not 

also necessitated by an amendment to the cm or as a result of certain 

v tOS a v > ' V M d 

■ < < > J eo \ \ug 



S s X i- 11 

■i oi Jo to d\m mo 1 i, pen - re* earn- ' I ^ and \MPO pnbfkadom , 
; a n a* United States patents unjo o ^ 

- imonhcsn^ J e nest <.o taro f > 

1 ■< t -U K1 >L d 5 Li 

<i , ^ , n k j. ' > .a u'K i aiu i s f tarn- ! M! a 

priority claim io a fore-pa patera s 't o Examples 4-9 involve intermuiomfi. 
applications. 'The time lines in the aaa.uplea hAow v ' Instep, of the prior a 
references that could be aj j ; - the claims of toe < , < e\ 
, , s imation 

T\ < : ee-m > e o > a lib r.ank >ecsK s., - • m >ta*i\^ 

purposes only. Therefore, correlation of patent grant dates with Tuesdays or application 
«. >a,a " v vor\s may not be portrayed m the examples. 



I i a pk ^ ' > o Pai a > 

Priority/Benefit Claims 

For reference publications and patents of patent applications filed under 35 U.S.C. 
§ 1 1 1(a) with no chum for the benefit of, or priority to, a prior application, the prior art 
0 to m < o h van U 1 < x< - 

. „ ^ „nd patent oi' a 1 «os 

ceo oe t t. i i ■> st ed 2 ^ , - i m ^ u Othe 

a ie ttn 's act; a filing iate as its prior art date under § 102(e). 




§1U (»} appiicatSon flted with fttMU-atfcm «f V-Mni grants 

an fur S«« St >.n jiy i; Hi (») spjrfscsrtieH 



The $ 07 - 1 . ^ > > , - !l > i>ee2P0t v 
The § 102(e)(2) date tor the Patent n; OS Dec 2000 



mpk 1 v. i s 1 Ilias \pp ca" with 

Priority Benefit Claim to a PriOi (.' S Piovi^onu] o: Nbjnpro^vaa! 
Application 

n . > n > uk . i s ^ 

I f <. * > s s b-^'jv i i i >A-e <\.a 

cf\\ u\> United States filing dates. Thus, a publication and patent of a § 1 1 1(a) 

n . '^1 Pus \ s t 

vf , ,sutK f v 2 '.II 1' I K ! 2 v v s 

i be ac« J N d u> eafoe ling date its * w dats der § be 
» , a .on Ins proper -nr >" ^ re \ natter as 

required by §§ 1 19(e) or 120. 




'on 1S i t„ K (> » i •(<(' «>»" sj;;>!k'fl(ii>!S 

tiaSe *r priority <ift)i* ttmkr '§ S 22(b) 

prior appifcatfen 



The § 102{e)(I j data for Publication is: 01 Ian 2000 
The § .1 02(e)(2) date for the Patent is: 01 Jan 2QQQ 



Exixmph- i \ it v * or t ! t S N s b 

For reference publications and patents of patent applications bled under 35 U.S.C. 

. v O v ' i 

^ \ nn <. I fl 

j I w i «u e- ii under $ 1 Ubes lb; pnor ;at pnn>.>aea ilr \ n' » ^ > ; bto Ux 
(CCFA 1966}} Thus, a pabbcanon and patent of a § s I 1(a) application, ... claims 
n v a 1 ^ > i ^ v . j}i b \ ! a <t. k ~ 
, - ' I - \ 5 i jo n. 0 




i(Mtfi!«4 the 2 mi on She ll 

uttitrSICVU. §m£a) §lU(ajf 

5.55(b) or (iJiwUh appffttsliOB isjijiifeaj! 

§ {»-!»«(;■ tmder 



§ i 02(e)(1) dale i 
i r \? , i 2 \ iue 



Publicati 
- the Pate 



Example-*, c . b.^ e the National Stag** J'? 1 j ^an imeruatkmal 

Application filed on or after November 29, 2000 a d v.r... v, \ h - u\» 
i , : - 1 °» 1 ^ * _>e ;u2) 



parent, 



r the WIPC.) pa 
•national applk 



ii (IA) that was filed on or after November 29, 
s U.S., and was published in English under PCT Article 21(2) b> 
v v N 2 t > it , ' > ' nvo 

( S filing date No f he international fi ngdate nor as U.S ng ttespno 
to the IA), however, is given for § 102(e) prior art purposes if the IA was published under 
PCT Article 2 1(2} in a language other than English. 



'T 5 h Sss ? 4 ?«b!i<::>fio« !>j « m (<)>.} \ m i'aKicatton foy Pa»«s{ 

V \ ! 4 -> r ) 111 v>!! 

§122(i>) §373 



he § sIA publication >s W w 

s ! i tblication by USPTO m 2001 

The § 102(e)(2) date foj the Patent s? 01 Jan 2001 



- , e . s\ v ^ - < < v i uO) »p .oatio e; 

■> n leaoo^ c t? kO io reo* u?pate 
-» ^ no \ i be er-Mt.o 

proper support for the subjec jrattei 

by § 120. 



Page B 



S If the IA properly c\ aimed .pjsoriiytoaneaiket-iilcdl s ^ i N * 
application or the benefit of aii eajlier-filedlJ.S. tionpro visional (§11 1(a)) 
^ ^ v t; ^ 1 thv. Jei ntx - <r > l4 v'0 tP 

J ^ n ^, i ' a' in > d ee.i ' ' o 11 v. » ) > r ox 
support for the subject matter rdied upon as required by §§ 11 9(e) or 120. 



Example 5: References based on the National Stage (§ 371) of ao International 

Application filed on or after November 29, 2000 ami s ,h >a:is nor published 
pish - ! { 1 \ tk - 2) 

\ e ( ^ ' 1 j <' tn ! o <, ^ - i o? <1 k 

i'S par^j m international application (IA) that w«s -1 Cv » - e" \» • 2- 
s n r J a Li gkvh i i ,f f ut d - \ D 0 

g'e< . o »u i I W uj 

i < < s i tl el \) i l : 

the IA was published under PCX Amda > m a language other than English regardless 

f .i i * N - , KCS 1 \ 

>e apphed VM da) a n U < k s r $ 1 02{ } 



Jars 2000 

.4 



- I I v e d v. < 1 0 x 

The § !02{e)« 1 } elate for Publication by USFFO is; None 
is - ' i ta t r-> , > .5 \ 

l J C y „ > « v f de 1 < i 

date (0! Ja} :iVh 
Additional 

v i ■> f \ I x i Jii n s v n s. N \ c eao x 

(whether provisional or nonprovisional), there would t be no § i 02(e) date tor 

Y i * e j u v s j 1 1 u i 

<■ ^ %. rt nhv. example . ■> v 

1 , % i il set 0 v 1 e cd US 

upphcauion 



Example I s based o *k s Nation 1 sgt ^ ""iu 1 International 

Application filed prior to November 2 > 200 t 

under ?CT Article 2 1(2) is no* relevant) 

The reference U.S. patent issued from an international application OA) that was filed 
5 \ , 2 x 2 >c- . .nun ait ' \ ' 

5v 0, v M * -'i<< illLM.^i) ')^> 'K , t' 0 : 

>onu ^ irn ouohc:it:u i and die r S o c i u 1 < J 

. ^Kih it ,1 leu 0 i 'V, v "i ' ">! Ot 

j\ _> < I., V,>- ^o >aa in ev - v •- vi . os 

H R. 22 15, the amendments to §§ 102(e) and 374 are not applicable to international 
. fJingdak'spttcto \ ^ 

! ! 1 t i s i't^f ) C f i 5 it 



01 Jan 2000 " - ' ■" - - ;0}Joiy2O02 i 03 Oct 2002 



llll It I 'I > l \ i'uieni ;;«!iiO« 

C.'sssatSs, SI , < I H< * I i - » 

iSes%. the VS asxfcr POT Art. (Jl, »n<$ f i) NS w«<5w ap P f«-s«>w> 

2s.a> i>>- wm? g J2iffe> 



The § 102(e)(1) date tor the IA publication by WIFO is: None 
§ {<}( ! } ! > J ,d c ! S 'o None 
The § 102(e) date for the Patent is: 01 July 2002 

The IA publication by WIPO can be applied under § 102(a) or (b) as of Its publication 
date (0! My 2001). 

, pis 

Oh i I L M Ml tlu > S ! - i k 

i > e N v v\ frt * || t M-> i n v % ai. .o v 

potent will still bo 01 July 2002 (the date of fulfillment of the requirements under 

S > > 0 > 1 (s < t t >. i ^ ! <• ^ c f 

* eU 2e example ab( e the.. 2< - h 1 * <Mte J. -> 

S v.<l , ^ 0 0 . 012 iOlJ h" - * v. 

_ jo," 22, vU a . > * tl e 4 -nte< : oYtse n - T b o 

vvooh; be > Jab <*< Z <" ie cate tl a ' 5 o o a a?-ts , \ \j s , u e*. -oo 1- 
of §371{c)U},{2)and(4)) 

If the patent was based on a later-filed U.S application that claimed the benefit of 
i \phcanon and } : iat bled I S applies ot s filing date is 



v »; f. flie I02(e J te uf i f ) the 

5. apphcanoi i » I the be/ 

o i 



Continuation of an International Application, which was filed on or 
after November 29, 2000, designated the 1 A . . . , published in 
English under PC I Article 2 1 (2) 

\ . ! - i .it';! . 

' aainteraattord 

x> a f u led the U Srd , - 

K ,2 * J i ! m v o * 

) , n ! j £ x v 1 J' tt ^ ^ 

<t . , n < , < >M ^ ! is i „S ^ " ^ 

:I(2)b> WLPO in a iaiiu , 



' 01 Sept 2002 01 May 2003 



4- 



?J8 was ptiMk-afKMi 
designate} by^VIPOis 

KssJkk 



01 July 2003 Ot fiov 2004 



t f f ; 

§JWss> i'uhlk-atioK of i'm.n . tv<f 

agpStttften | [ !!{;!) sppt. fov on} ***(») 

emitting f las USFi'O under s ppKcatJoa 

{*»*SHoi*!ieJA §122{i>) 



~ , , M the IA publicau \ ^ I'- 
ve; .m OaeV? f ' N staler In! M'U! 2 ! ! i 
The § !02{e}(2} date for the Patent is: 01 Mar 2001 

t 

! v V 1 ' ! f I ^ 5 j % , 0> ! 

t " :i t t t «> v 

.v ie • eo U.S. application, assuming the earlier-filed application has proper 
suppo , v e . > ! d upon a t . 1 ^ 0, ie;-o !2n 

v. v te 1 v I S o i i 

k . x ^ \ i d> i i i tK e\ \ < - < 

ute.'c u» < ! n* 1 i U n a,Tu<rf er\\o * 1 

J ? > 'be ! n as , n > rh > . <■ i { 

k ^e^«e< re i ^ lh ft^jp ^ ^ d ^o\'e; 
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f <>< ^ X < s, 1 1 > \j } I V > 

Continuation of an International Apphcaison , ftk<d on or 

after November 29, 2000 and was not published in English under PCX 



canon as 's c^-m o-'tr t| ' i' u 

c it ! ! > 0 \ <. «< 

ob K \ 1 1.2 tb \\ PO . ^ .in 
of its actual U.S. Sling date under § 1 1 1(a). No benefit of the international filing date 

published under PCX Article 2 i (2) in a language other than English. The IA publication 
und icle 2.1(2} does not have a prior a i ! \ 

l\ I \t tide 21(2) Ihe 1 \ 
* * . s. ip Uh. }o ihii-> o | > no 




f 01 May 2003] 

01&Jar2001 J"-,' "V^t— OUufvSOOS 01 Nov 2004 

4 4 

a ■ jj|r 

USwa* ksVHPOW applfcatfou ^ujf^apoi oaglUW 

' > ' ci:<i»»iit« ti«> I,, i;Si>K)' aj.5»iscs.ti«« 
bwefitofihe „ Bder |j 22 {M 

1A M«<)«f 

g 365(c) l» 



The § 1G2( e}( ! } dare for the IA publication by \\ IPO is: None 
^ a b.s , . Publication b\ I ^ 1 * 

Use § 1 02(e)(2) date for the Patent is; 01 May 2003 

The i \ pTTearion by W1PO can be applied under § 102(a) or (b) as of its publication 
biuicts 2 2> 

^ ■> On S ^ I IV V ,\ MM! ll' J } s > 2i 

- , . - j, io>\U 3 0 Itt n • k si U\. 
, s , * > e b N ^ < hp 1 1 i 

i \ are n e a , \ bo 2 )03 ) 
If a second, later-filed U.S. s ; <. (§ 1 1 1(a)) application claimed the 
n e ^ a i v. b n ^\ v 1 - ! 

- i K ^ +! U' v nt t i \ s , <. 

oU o i (l U oi d ) 



Psgt; P 



Example 9; References based on a § 11 1(a) Application which is a 

Continuation U c lp oi 10 h > e un of the N tonal St s?) ot an 
International Application, which was fifed prior to November 29, 20(H) 
i iblicalioi PCX A 

! I i 1 N MC!0 iu'^ 

\hu v : ti ^ 2 c >f,\u ik f n > s - 

s x i i M.I l S L < ^ ^ , ^ 

i ,r|v)| ^ 1 rise t \ x , . n \ ' 

2000, The U publication under PCX Article 21(2) does not have a prior art dare under 
§ i l ' ^ \ > n ' v - ! s 

i,- \* A . pp .'tb < X i (b)jfo:' T ruT. ^ ' a 



n.-iM-ir. cSaisss, by W?K> m> v 




OS 

,4 



jr ?;-r-; 

thf priori A 



KlflikaiiBSJ 

by issrro 



... 1 i >'v ' S > ' M' V \ ^ 

The § 1G2{ •}! I ) date fw Publication b> US PIT) is 01 Dec 2000 
' M Ti so n tiit; PaL-i t s oi [\v sonu 

The ! \ publication by WIPO can be applied under § 102(a) or (b) ax of its publication 
TP -po S,<a: :TKn 

ms 

e , > > s 0 d l n > i v ) i a tC 

. ,v , { \,HO 1 1 he t Sj . v « 

x M f t' 1 t . i if 

.:r>p.;.';p:: ■ *n evinT* ' X u>,e \01 Dec 2000) 
U.S. oonprovisiosia 
^ > c,Li U_ e\ hr| he 
1 S "> t > \0 i >. 4 1 ' v H 

I d ao< p 'u! on in f e :3T ^ - 



or x vv»i\ \ io\ contact i i . (» » acvei k 

\ \ ^ . s. ation hv teicp * eh 

by fax at (703) 305-1013, or by e-mail addressed to \ < or 



12/1 1/02 /s/ _ 

[data] Stephen is Kur.) i 

Deputy < amission e 





foi Patent ! 


liisaripn Foftey 


.ice, signed on. November 4 




•>,m){1 v,.e\te 


nr. as a Pre-OG 'Notice .as ii 


was expected diet the 


Notice would soon 






; e m \ - 


.i of Office policy it» a"7) Fi 


' . v h 




i :ea thfi-n lieu-, a; Parma: 






s £ tt " 
i w >\ ,i t < ( • ! ) K v ; 


niora use third 
the app;epr;aic 



, i 02(e) date hf each kit k . by following the gaidohoes v and axsanpks: set i 
t ' V" o? Section IV of the Discission portion have beet! revised to ) t the irhng bases or 

irUenraiior^ii appbeaiioas that designate the U.S. i which u filing dates in U ; e > x ere only treated as 

,,«!<.< o \ (. v k ^ v i in \ v. v. u 

I < " 

\ ,J, v«Kv >N 0 t > t \ 1 'X 7>> Z ' 

)2(e) pen > -he A1PA js tised k en S 2{t > ' le <. 

i < j ! do, w ! v i >> » , i s -> i h< eh > < . i hie The 

iiraeralnseois to § 374 were set a. eh in section § 4507 of the AJPA, as amended by tt R. 2215. 
4 The revision to 23 U.S.C. § 503(e) was made in § 4807 of the AiPA and is apple able only- to applications 
bbdonoraih; htoveaaOer 20. IPvh. 



